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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
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Status 

1 )[3 Responsive to communication(s) filed on 24 July 2006 . 
2a)[3 This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1, 453 O.G. 213. 

Disposition of Claims 

4) IEI Claim(s) 1-10 and 12-27 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-10 and 12-27 is/are rejected. 

7) Q Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 
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10) [3 The drawing(s) filed on 24 July 2006 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

1 . This Office Action acknowledges the applicant's amendment file 24 July 2006. 
Claims 1-10 and 12-27 are pending in the application. Claim 1 1 has been canceled. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Drawings 

3. The replacement drawings were received on 24 July 2006. These drawings are 
acceptable. 

Claim Rejections - 35 USC § 103 

4. Claims 1-4, 8, 18-20, 23, 24, 26, and 27 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Kaufman et al (US 2,809,004; hereinafter Kaufman) in view of 
Cohen (US 5,549,406). 

Claims 1,18, 23, 24, 26, and 27: Kaufman discloses an article 28 with a base 
11, a first and second arm 20 biased as claimed, and a fastener 12 functioning as a 
means for removably securing article 28 to a surface 10. The distal ends of arms 20 of 
Kaufman provide first outward curves and first inward curves as claimed. Connection 
points 14 and 16 are not movable relative to one another. 

Kaufman does not expressly disclose an outwardly curving flange with a distal 
end in close proximity to the first inward curve. 
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Kaufman discloses the claimed invention except that Kaufman uses a blunt end 
at the distal portion of the arms instead of an outwardly curving flange with a distal end 
in close proximity to the first inward curve. Cohen shows that an outwardly curving 
flange with a distal end in close proximity to the first inward curve was an equivalent 
structure known in the art. In order to rely on equivalence as a rationale supporting an 
obviousness-type rejection, the equivalency must be recognized in the prior art. In re 
Ruff, 256 F.2d 590, 118 USPQ 340 (CCPA 1958). Cohen represents evidence that an 
outwardly curving flange with a distal end in close proximity to the first inward curve and 
a blunt end were art-recognized equivalent structures for terminating portions of spring 
arms (see Cohen, Col. 2, lines 42-46). Therefore, because these two terminating 
means were art-recognized equivalents at the time the invention was made, one of 
ordinary skill in the art would have found it obvious to substitute an outwardly curving 
flange with a distal end in close proximity to the first inward curve for the blunt ends of 
Kaufman. An express suggestion to substitute one equivalent component or process 
for another is not necessary to render such substitution obvious. In re Fout, 675 F.2d 
297, 213 USPQ 532 (CCPA 1982). 

Claims 2 and 19: Kaufman-Cohen discloses the claimed S-Shape. 

Claim 3: Kaufman discloses fastener 12 removably securing the article 28 to 
surface 10. 

Claims 4 and 20: Kaufman discloses article 28 as made from a single unit of 
material. 
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Claim 8: Insofar as the device is not positively claimed, Kaufman-Cohen is fully 
capable of holding an electronic device. 

5. Claims 23 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Naylor (US 5,678,204) in view of Cohen. 

Naylor discloses an article 10 (see Figures 1-6) comprising a base 14, a first arm 
20, and second arm 22 biased as claimed. Article 10 of Naylor is fully capable of 
receiving and retaining a device as claimed. 

Naylor does not expressly disclose an outwardly curving flange with a distal end 
in close proximity to the first inward curve. 

Naylor discloses the claimed invention except that Naylor uses a blunt end at the 
distal portion of the arms instead of an outwardly curving flange with a distal end in 
close proximity to the first inward curve. Cohen shows that an outwardly curving flange 
with a distal end in close proximity to the first inward curve was an equivalent structure 
known in the art. In order to rely on equivalence as a rationale supporting an 
obviousness-type rejection, the equivalency must be recognized in the prior art. In re 
Ruff, 256 F.2d 590, 118 USPQ 340 (CCPA 1958). Cohen represents evidence that an 
outwardly curving flange with a distal end in close proximity to the first inward curve and 
a blunt end were art-recognized equivalent structures for terminating portions of spring 
arms (see Cohen, Col. 2, lines 42-46). Therefore, because these two terminating 
means were art-recognized equivalents at the time the invention was made, one of 
ordinary skill in the art would have found it obvious to substitute an outwardly curving 
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flange with a distal end in close proximity to the first inward curve for the blunt ends of 
Naylor. An express suggestion to substitute one equivalent component or process for 
another is not necessary to render such substitution obvious. In re Fout, 675 F.2d 297, 
213USPQ 532 (CCPA 1982). 

6. Claims 5-7, 21, and 22 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kaufman-Cohen as applied to claims 1 and 18 above, and further in 
view of Trumbull (US 4,991,801). 

Kaufman-Cohen discloses the claimed invention except for the coating. 

Trumbull teaches coating a holding article for electrical insulation (Col. 3, lines 8- 
1 0). It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to provide the article of Kaufman-Cohen with a coating as taught by 
Trumbull in order to electrically insulate the article. Such a coating provides both a 
friction-increasing surface and a scratch-resistant substance. 

7. Claim 9 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kaufman- 
Cohen as applied to claim 1 above, and further in view of Krillenberger (US 5,307,543). 

Kaufman-Cohen discloses the claimed invention except for the reinforcement 

ribs. 

Krillenberger teaches reinforcement ribs 20 & 22 used to stiffen the area around 
aperture 18 against bending (Col. 2, lines 30-35). It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the article of 



Application/Control Number: 10/676,009 Page 6 

Art Unit: 3728 

Kaufman-Cohen with ribs as taught by Krillenberger in order to stiffen the areas around 
the fasteners. 

8. Claims 10, 12, 13, 16, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Errichiello (US 4,306,737) in view of Genzel (US 5,140,723) and 
Cohen. 

Claims 10 and 25: Errichiello discloses a notebook 10 with an article (clip formed 
by 52/54) for holding a device having a first arm 52 and second arm 54 biased toward 
each other. Errichiello merely lacks the express disclosure of a base. 

Genzel teaches a separable base 10 with attached arms 12 for separation of the 
clip and attachment to an article of clothing. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to provide the clips of 
Errichiello on a separable base as taught by Genzel in order to enable the removal of 
the clips with subsequent attachment to an article of clothing. Both Errichiello and 
Genzel disclose clips with arms connected to the base at points that are not movable 
relative to one another and it would have been obvious to retain this feature in the 
combination in order to retain the resilient clamping feature of the clips. 

Errichiello-Genzel does not expressly disclose an outwardly curving flange with a 
distal end in close proximity to the first inward curve. 

Errichiello-Genzel discloses the claimed invention except that Errichiello-Genzel 
uses a blunt end at the distal portion of the arms instead of an outwardly curving flange 
with a distal end in close proximity to the first inward curve. Cohen shows that an 
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outwardly curving flange with a distal end in close proximity to the first inward curve was 
an equivalent structure known in the art. In order to rely on equivalence as a rationale 
supporting an obviousness-type rejection, the equivalency must be recognized in the 
prior art. In re Ruff, 256 F.2d 590, 118 USPQ 340 (CCPA 1958). Cohen represents 
evidence that an outwardly curving flange with a distal end in close proximity to the first 
inward curve and a blunt end were art-recognized equivalent structures for terminating 
portions of spring arms (see Cohen, Col. 2, lines 42-46). Therefore, because these two 
terminating means were art-recognized equivalents at the time the invention was made, 
one of ordinary skill in the art would have found it obvious to substitute an outwardly 
curving flange with a distal end in close proximity to the first inward curve for the blunt 
ends of Errichiello-Genzel. An express suggestion to substitute one equivalent 
component or process for another is not necessary to render such substitution obvious. 
In re Fout % 675 F.2d 297, 213 USPQ 532 (CCPA 1982). 

Claim 12: Errichiello-Genzel-Cohen discloses the claimed curved S-like shape. 

Claim 13: Although Genzel discloses various materials for the base and arms, 
the reference anticipates each component made of plastic material, in which case it 
would have been obvious to integrally mold the holder from a single unit of material. 

Claim 16: The device is not positively claimed. Errichiello-Genzel-Cohen is 
capable of retaining an unspecified electronic device (for example, a pen-shaped, laser 
pointer device). 
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9. Claims 14 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Errichiello-Genzel-Cohen as applied to claim 10 above, and further in view of 
Corey (US 5,059,051). 

Errichiello-Genzel-Cohen merely lacks the coating. Corey teaches a coating 35 
over retaining arms 12 for the purpose of damage prevention for the retained objects. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to provide the arms of Errichiello-Genzel-Cohen with a coating as taught by Corey 
in order to limit damage potential to retained objects. 

10. Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Errichiello-Genzel-Cohen as applied to claim 10 above, and further in view of 
Krillenberger. 

Errichiello-Genzel-Cohen discloses the claimed invention except for the 
reinforcement ribs. 

Krillenberger teaches reinforcement ribs 20 & 22 used to stiffen the base against 
bending (Col. 2, lines 30-35). It would have been obvious to one of ordinary skill in the 
art at the time the invention was made to provide the article of Errichiello-Genzel-Cohen 
with ribs as taught by Krillenberger in order to stiffen the base against bending. 

Response to Arguments 

1 1 . Applicant's arguments with respect to design choice have been fully considered 
and are persuasive. The rejection of claims 1-10 and 12-27 based upon design choice 
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are withdrawn. However, the rejections based upon Cohen and art-recognized 
equivalencies are respectfully maintained. 

12. In response to applicant's argument that Cohen is nonanalogous art, it has been 
held that a prior art reference must either be in the field of applicant's endeavor or, if 
not, then be reasonably pertinent to the particular problem with which the applicant was 
concerned, in order to be relied upon as a basis for rejection of the claimed invention. 
See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 (Fed. Cir. 1992). In this case, 
Cohen is in the applicant's field of endeavor, namely notebooks/personal organizers. 

1 3. In response to the applicant's arguments that Cohen does not suggest the 
claimed arms, an express suggestion to substitute one equivalent component or 
process for another is not necessary to render such substitution obvious. In re Fout, 
675 F.2d 297, 213 USPQ 532 (CCPA 1982). Moreover, the test for obviousness is not 
whether the features of a secondary reference may be bodily incorporated into the 
structure of the primary reference; nor is it that the claimed invention must be expressly 
suggested in any one or all of the references. Rather, the test is what the combined 
teachings of the references would have suggested to those of ordinary skill in the art. 
See In re Keller, 642 F.2d 413, 208 USPQ 871 (CCPA 1981). 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Gregory Pickett whose telephone number is 571-272- 
4560. The examiner can normally be reached on Mon-Fri, 1 1:30 AM - 8:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on 571-272-4562. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Greg Pickett 
Examiner 
2 October 2006 




Supervisory Patent Examiner 
Group 3700 



